REMARKS 

Claims 1-4, 6, and 1 1 constitute the pending claims in the present application. Applicants 
cancel, without prejudice, claim 11. Applicants respectfully request reconsideration in view of 
the following remarks. Issues raised by the Examiner will be addressed below in the order they 
appear in the prior Office Action. 

1. Applicants note that the amendments put forth on February 2, 2004 have been entered in 
full. Applicants note with appreciation that the drawings submitted on February 2, 2004 have 
been accepted. 

2. Claims 1, 2, 4, 6, and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as 
indefinite for allegedly failing to particularly point out and distinctly claim the subject matter that 
Applicants regard as the invention. Applicants traverse this rejection and contend that the 
rejection is moot in light of the amended claims. 

Applicants contend that, at the time of filing of the present application, the term 
"hedgehog polypeptide" was well known and readily understood in the art. In addition to the 
references cited in the specification and the references cited by the Examiner, Applicants contend 
that at the time of filing of the instant application well over 1 000 papers on the topic had been 
published. Accordingly, one of skill in the art can readily appreciate the meaning of the term 
"hedgehog polypeptide" and can readily refer to the literature or to web-based sequence 
resources such as GenBank to elucidate the nucleic acid or amino acid sequence of a hedgehog 
polypeptide. 

Nevertheless, to expedite prosecution, Applicants have amended the claims to more 
particularly point out that the hedgehog polypeptides for use in the presently claimed methods 
are hedgehog polypeptides comprising the sequence of a naturally-occurring, mammalian Sonic 
hedgehog polypeptide, or N-terminal autoproteolytic fragment thereof. Applicants' amendments 
are not in acquiescence to the rejection, and Applicants reserve the right to prosecute claims of 
similar or differing scope. Reconsideration and withdrawal of this rejection is respectfully 
requested. 
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3. Claims 1-4, 6, and 1 1 are rejected under 35 U.S.C. 112, first paragraph, for allegedly 
failing to enable one of skill in the art to practice the claimed invention. Applicants traverse this 
rejection and contend that the rejection is moot in light of the amended claims. 

Applicants contend that the previously pending claims were enabled throughout their 
scope. Nevertheless, to expedite prosecution, Applicants have amended the claims to more 
particularly point out the hedgehog polypeptides for use in the methods of the present invention. 
Specifically, the hedgehog polypeptides for use in the methods of the present invention are 
naturally occurring, Sonic hedgehog polypeptides, or N-terminal autoproteolytic fragments 
thereof. Exemplary mammalian Sonic hedgehog polypeptides are described in detail in the 
application (See, for example, Table 1). Applicants' amendments are not in acquiescence of the 
rejection, and Applicants reserve the right to prosecute claims of similar or differing scope. 
Reconsideration and withdrawal of this rejection are respectfully requested. 

4. Claims 1-4, 6, and 1 1 are rejected under 35 U.S.C. 103(a) as allegedly being unpatentable 
over U.S. Patent No. 5884079 (Ingham et al.) in view of Molses et al. Applicants traverse this 
rejection and contend that the rejection is moot in light of the amended claims. 

The combination of Ingham et al. and Molses et al. was previously cited by the Examiner 
as allegedly rendering the claimed invention obvious. Applicants respectfully disagree with any 
allegation that the broad teachings of Ingham et al. in combination with the teachings of Molses 
et al. undermine the patentability of the presently claimed invention. 

Applicants contend that a valid patent may issue for a nonobvious species related to a 
prior patented invention, even though the improvement falls within the disclosure of that prior 
patent. A prior genus which does not explicitly disclose a species does not anticipate a later 
claim to that species. This position is well supported by the holdings of the Federal Circuit. See, 
for example, Corning Glass Works v. Sumitomo Electric U.S.A., 868 F.2d 1251, 1262, 9 
USPQ2d 1962, 1970 (Fed. Cir. 1989). 

Applicants contend that the relationship between the pending claims and the cited art is 
largely analogous to the factual situation in the above example. Applicants assert that the 
presently claimed invention provides a particular combination of elements and constitutes a 
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species. Applicants' species is unobvious and patentable over the generic teachings of Ingham et 
al. because Ingham et al., even when taken in combination with Molses et al., fail to either teach 
or suggest the particular combination of elements recited in the pending claims. 

The combination of Ingham et al and Molses et al. fail to teach the benefits of the 
particular combinations of elements set forth in the pending claims. Specifically, these 
references provide no motivation to select the particular hedgehog polypeptides and the 
particular method of use set forth in the pending claims. Furthermore, the combination of 
references provides no motivation to specifically select hydrophobically modified, Sonic 
hedgehog polypeptides for use in the particular method, as required by claim 4. That is, although 
Ingham et al. broadly teach methods and compositions using hedgehog polypeptides, and 
although Molses et al. provide motivation to test NGF for its efficacy in neuronal tissue, the 
combination of references provides no motivation to specifically select the particular hedgehog 
polypeptides, hydrophobic modifications, or the particular method of use, as presently claimed. 
MPEP 2144.08 outlines the guidelines for determining that a reference renders an invention 
obvious and directs the Examiner to "determine whether one of ordinary skill in the relevant art 
would have been motivated to make the claimed invention as a whole, i.e., to select the claimed 
species or subgenus from the disclosed prior art genus." 

Applicants contend that Ingham et al. and Molses et al., even when viewed in 
combination, fail to provide motivation to select the specific combination of elements presently 
claimed. Additionally, Applicants respectfully reiterate for the record that neither Ingham et al., 
Molses et al., nor the combination of the two references teach or suggest that a hedgehog 
polypeptide and an NGF polypeptide can act synergistically in promoting differentiation or 
survival of any neuron. Specifically, these references fail to teach or suggest that a hedgehog 
polypeptide and an NGF polypeptide can act synergistically in promoting differentiation or 
survival of a cholinergic neuron. The Examiner argues that the synergistic effect of a hedgehog 
polypeptide and an NGF polypeptide are an inherent result of administering the two proteins in 
combination. However, in accordance with MPEP 2112, Applicants remind the Examiner that 
"[T]he fact that a certain result or characteristic may occur or be present in the prior art is not 
sufficient to establish the inherency of that result or characteristic." 
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"In re Rijckaert, 9 F.3d 1531, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993) 
(reversed rejection because inherency was based on what would result 
due to optimization of conditions, not what was necessarily present in the 
prior art); In re Oelrich, 666 F.2d 578, 581-82, 212 USPQ 323, 326 
(CCPA 1981). To establish inherency, the extrinsic evidence 'must 
make clear that the missing descriptive matter is necessarily present in 
the thing described in the reference, and that it would be so recognized 
by persons of ordinary skill. Inherency, however, may not be 
established by probabilities or possibilities (emphasis added). The 
mere fact that a certain thing may result from a given set of 
circumstances is not sufficient. 5 In re Robertson, 169 F.3d 743, 745, 49 
USPQ2d 1949, 1950-1951 (Fed Cir. 1999) (The claims were drawn to a 
disposable diaper having three fastening elements. The reference 
disclosed two fastening elements that could perform the same function as 
the three fastening elements in the claims. The court construed the 
claims to require three separate elements and held that the reference did 
not disclose a separate third fasterning element, either expressly or 
inherently.)" MPEP2112 



Applicants maintain that Ingham et al. and Molses et al. fail to satisfy the criteria 
necessary for rendering obvious Applicants' invention. The MPEP and a substantial body of 
case law clearly recognize the patentability of a species despite the presence of prior art to the 
genus, as is the case here. Accordingly, the claimed invention is patentable in light of the prior 
art, and reconsideration and withdrawal of this rejection is respectfully requested. 
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CONCLUSION 



In view of the foregoing amendments and remarks, Applicants submit that the pending 
claims are in condition for allowance. Early and favorable reconsideration is respectfully 
solicited. The Examiner may address any questions raised by this submission to the undersigned 
at 617-951-7000. Should an extension of time be required, Applicants hereby petition for same 
and request that the extension fee and any other fee required for timely consideration of this 
submission be charged to Deposit Account No. 18-1945. 



Ropes & Gray LLP 
One International Place 
Boston, MA 02110 
Phone: 617-951-7000 
Fax: 617-951-7050 
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